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DETAILED ACTION 

This office action is in response to the paper filed 20 November 2007. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 1, and 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Chiba 
(WO 01/7031 1), using a translation of the related document JP 2001-259031. Regarding 
Claim 1 , Chiba shows that it is known to carry out a method of manufacturing plungers for 
medical syringes (para. 0001), said plunger comprising at least two parts including a 
longitudinal plunger body (Figure 1 , element 5) made of plastic and a piston body provided at 
the front end of the plunger body (Figure 1, element 6), which piston body comprises a plastic 
which is softer than the plastic of the plunger body (para. 001 1-0013), wherein said plunger or 
at least part of the plunger is formed by first manufacturing the piston and then the plunger 
body by means of injection molding, and wherein the plunger body is injected against the 
piston body, the piston having a front side and a side wall and being formed free of any flash 
lines (Figure 1; para. 0016-0018). 

Regarding Claim 3, Chiba shows the process as claimed as discussed in the rejection of 
Claim 1 above, including a method wherein the piston body and the plunger body are 
connected solely by adhesion between the plastics out of which they are made, without any 
meshing parts (Figure 1, para 0018). 

Regarding Claim 4, Chiba shows the process as claimed as discussed in the rejection of 
Claim 1 above, including a method wherein at least one inwardly directed part is formed on the 
piston body and use is made during injection molding of a mold part having a protruding part 
in which one or several lateral recesses are provided, such that the mold part may be removed 
from the piston body due to the elastic flexibility of the piston body (Figure 5; para. 0002-0004; 
it is interpreted that the mold part will be the negative image of the molded body- when the 
piston has a inwardly directed part, the mold part will have a protrusion to form the inwardly 
directed part). 
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Regarding Claim 5, Chiba shows the process as claimed as discussed in the rejection of 
Claim 1 above, including a method wherein the plastic forming the piston body is provided in a 
respective mold cavity via the back side of the piston body to be formed (Figure 2(c)). 

Claim 16 is rejected under 35 U.S.C. 102(b) as being anticipated by Jentzen (U.S. 
Patent 5,782,803). Jentzen shows that it is known to carry out a method for manufacturing 
plungers for medical syringes having at least a piston body comprising forming a part of the 
piston body at the location of the piston body which protrudes frontally from a front side of the 
piston body and which, when the plunger is located in a syringe, can penetrate at least 
partially through an outlet of the syringe (Figures 4-6; Column 3, lines 41-50), wherein the 
piston body part is formed of a material which is different from the material of the piston body, 
and herein the materials for forming the piston body and the protruding portion are formed 
with known processes (e.g. injection) such that the piston body can be made in one piece with 
a plunger body belonging to the plunger (Figure 7, element 300, 202). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chiba, in 
view of Sorensen (U.S. Patent 5,030,406). 

Regarding Claim 6, Chiba shows the process as claimed as discussed in the rejection of 
Claim 1 above, but he does not show multicavity molding. Soresnsen shows that it is known to 
carry out a multicavity molding process wherein one article is formed in a first mold after 
which the article, while it is still held in a first part, is presented to a second mold cavity in 
which a second element of the article is then injected against the first article by means of 
injection molding, and wherein the mold cavities are of the desired final article shape, and the 
two plastics are connected to each other due to adhesion between the plastics (Figures 1-8). It 
would have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made to use Sorensen's multistep/ multicavity molding process during Chiba's molding 
method in order to most efficiently form two parts of an article at the same time. 
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Regarding Claim 7, Chiba shows the process as claimed as discussed in the rejection of 
Claim 6 above, but he does not show simultaneously forming a second portion of the article at 
the same time as a first portion. Sorensen shows that it is known to carry out a method 
wherein the second body is formed such that it connects to first body, a subsequent first body 
is simultaneously being formed by means of a connector nozzle with which the first body is 
formed but in another mold cavity (Figures 1-8). It would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made to use Sorensen 's 
multistep/multicavity molding process during Chiba 's molding method in order to most 
efficiently form two parts of an article at the same time. 

Claim 8 is rejected under 35 USC 103(a) as being unpatentable over Chiba. Chiba 
shows the process as claimed as discussed in the rejection of Claim 1 above, including a 
method wherein the plunger body is formed in a mold, after which a mold part with the plunger 
body in it is presented against other mold parts in which the piston body is formed (Figures 
2(a)-2(c); para. 0015). Although Chiba's process molds the plunger first and then the piston, It 
would have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made to mold the piston first followed by the plunger because selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected results. 
(In reBurhaus, 154 F.2d 690, 69 USPQ 330 (CCPA 1946)). 

Claims 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chiba, in 
view of Schwartz (U.S. Patent 3,659,749). 

Regarding Claim 9, Chiba shows the process as claimed as discussed in the rejection of 
Claim 1 above, but he does not show an accessory at a front side of the piston body. Schwartz 
shows that it is known to carry out a method of manufacturing a piston and plunger including 
forming a plunger and an accessory located at a front side of the piston body, wherein the 
accessory is made of a different material than the piston (Figure 3, element 42). It would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was made 
to use Schwartz's accessory during Chiba's method in order to provide an intermixing syringe 
(see Schwartz, Column 2, lines 14-18). 

Regarding Claim 10, Chiba shows the process as claimed as discussed in the rejection 
of Claim 9 above, but he does not show using an accessory. Schwartz shows using an 
accessory, wherein its material comprises glass (Column 3, lines 61-63; it is being interpreted 
that glass can be considered a plastic material of sorts since it can be melted and reshaped and 
molded again) . It would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to use Schwartz's harder material for the accessory during 
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Chiba's method in order to provide an intermixing syringe (see Schwartz, Column 2, lines 14- 
18). 

Regarding Claim 1 1, Chiba shows the process as claimed as discussed in the rejection 
of Claim 9 above, but he does not show using an accessory. Schwartz shows that it is known 
to carry out a plunger/ piston manufacturing method including an accessory which comprises 
a part which extends frontally of a front side of the piston and which, when the plunger is 
situated in the syringe, can at least partially penetrate an outlet of the syringe (Figure 8, 
element 112, 1 17; Column 6, lines 3-44; it is noted that the remaining limitation of the claim is 
being considered solely as intended use). It would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to use Schwartz's accessory during 
Chiba's molding method in order to provide a one-way valve in the plunger/ piston assembly 
(See Schwartz, Column 6, lines 3-5). 

Regarding Claim 12, Chiba shows the process as claimed as discussed in the rejection 
of Claim 9 above, but he does not show using an accessory. Schwartz shows that it is known 
to make a plunger /piston assembly including an accessory comprising a part which enables 
creation of a passage between the front side and a rear side of the piston body when emptying 
the syringe (Column 6, lines 3-44; it is noted that the remaining limitation of the claim is being 
considered solely as intended use). It would have been prima facie obvious to one of ordinary 
skill in the art at the time the invention was made to use Schwartz's accessory during Chiba's 
molding method in order to provide a one-way valve in the plunger/ piston assembly (See 
Schwartz, Column 6, lines 3-5). 

Regarding Claim 13, Chiba shows the process as claimed as discussed in the rejection 
of Claim 9 above, but he does not show using an accessory. Schwartz shows that it is known 
to carry out a method of making a plunger/ piston assembly including an accessory made as a 
separate part provided on a front side of the piston body (Figure 14). It would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention was made to use 
Schwartz's accessory during Chiba's molding method in order to provide a one-way valve in the 
plunger/ piston assembly (See Schwartz, Column 6, lines 3-5). 

Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chiba, in 
view of Reynolds (U.S. Patent 4,861,335). 

Regarding Claim 14, Chiba shows the process as claimed as discussed in the rejection 
of Claim 1 above, but he does not show connecting the piston to the plunger at a later stage. 
Reynolds shows that it is known to carry out a method of forming a piston and a plunger, 
wherein the piston is attached to the plunger at a later stage after molding of the plunger and 
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part of the piston (Column 4, lines 56-68). It would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to use Reynolds' attachment 
process during Chiba's molding method in order to enable the attachment of various pistons to 
the end of the same plunger. 

Regarding Claim 15, Reynolds shows the process as claimed as discussed in the 
rejection of Claim 1 above, but he does not show connecting the plunger to a drive element. 
Reynolds shows that it is known to carry out a method wherein the plunger cooperates with an 
associated drive element (Column 5, lines 57-68; Column 6, lines 1-3, 20-54). It would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was made 
to use Reynolds' drive element in combination with Chiba's plunger in order to accurately move 
and position the plunger during consumer use. 

Response to Arguments 

Applicant's arguments filed 20 November 2007 have been fully considered but they are 
not persuasive. 

Applicant contends that Chiba does not show the instant invention because he does not 
show forming a piston first and then a plunger. This is not persuasive because, as noted in the 
office action, the examiner is interpreting element 5 as the piston body, and element 6 as the 
plunger. It is acknowledged that Chiba identifies elements 5 and 6 as a plunger and gasket, 
respectively, but the terminology does not impart an exclusive structure that cannot also be 
called by different terminology. Therefore, it is believed that interpreting element 5 as the 
piston and element 6 as the plunger is a reasonable interpretation. With this interpretation in 
mind, it is clear that Chiba shows molding the piston (element 5) prior to molding the plunger 
(element 6); see Figures 2(a)-2(c). 

Applicant contends that all other claims are allowable because the other references 
used do not cure the alleged deficiency of Chiba noted above. This alleged deficiency is not 
persuasive as discussed above. Therefore, the rejections of the dependent claims are 
maintained. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica A. Huson whose telephone number is 571-272-1 198. 
The examiner can normally be reached on Monday-Friday 7:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1 176. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Monica A Huson 
Primary Examiner 
Art Unit 1791 
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Primary Examiner, Art Unit 1791 



